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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on March 
16, 2006 has been entered. 

Response to Arguments 

2. Applicant's arguments filed March 16, 2006 have been fully considered but they 
are not persuasive. 

First, applicant argues that Hassell only discloses digital storage and says 
nothing about a removable storage device (applicant's remarks, page 6, lines 7- 
10). 

In response, Hassell makes several references to storing data on remoave 
storage devices, including removable video cassettes and recordable DVD discs 
(see paragraphs 8 and 20). 

Second, applicant argues that Hassell does not disclose a single actuation 
(applicant's remarks, page 6, lines 1 0-1 1 ). 
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In response, it is paragraph 81 which is cited by Hassell, which teaches 
the actuation of a "transfer" key on a remote control initiates a transfer of 
program content from one volume to another. 



Third, applicant argues that Hassell does not disclose the actuation does 
not require the use of any menus or options (applicant's remarks, page 6, lines 
11-12). 

In response, as stated above, the single actuation taught by Hassell is 
pressing a physical button on a remote control, and the use of a transfer option 
selected from a menu is an alternative embodiment (see Hassell, paragraph 81) 



Lastly, regarding applicant's argument regarding the 35 U.S.C. 103(a) 
rejections of claims 2, 9, and 16, said arguments are moot in view of the new 
grounds of rejection set forth herein. 



Claim Objections 

3. Claim 14 is objected to because of the following informalities: Line 1 reads 
"removal n e storage" and should be changed to -removable storage--. Appropriate 
correction is required. 



Claim Rejections - 35 USC § 112 



Application/Control Number: 09/875,547 



Page 4 



Art Unit: 2623 

4. Claims 1 and 8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claims contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The newly added limitations of transferring the program and auxiliary data to 
the removable storage device without requiring the use of options is not enabling the 
because the very feature of saving said contents to a removable storage device is an 
optional feature (see paragraphs 0026 and 0027 of applicant's own disclosure). If the 
user were not provided with the option of storing the program and auxiliary data in the 
removable storage device, then it would never happen. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 1, 3-8, 10-15, and 17-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hassell et al. (US 2004/0128685 A1, of record) [Hassell]. 

Regarding claims 1, 8, and 15, Hassell discloses a method (and 



corresponding system) comprising: 
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displaying an electronic programming guide on a display (figs. 5a-b); 

receiving a single actuation from a user by an entertainment system and 
transferring a program (paragraphs 40-42) and auxiliary data (paragraphs 52-53) 
related to the program from a first storage device of the STB to a removable 
storage device (see the last sentence of paragraph 9) in response to the single 
actuation and without requiring the use of menus or options (paragraphs 19-21 , 
and 81). 

Regarding claims 3, 10, and 17, Hassell discloses the method, machine 
readable medium, and system of claims 1 , 8, and 15, wherein the single 
actuation includes a single pressing of a selected portion on a remote control 
apparatus (see paragraph 81 , actuation of the "transfer" key on the remote 
control is all that is necessary to record a highlighted or active program). 

Regarding claims 4, 11, and 18, Hassell discloses the method, machine 
readable medium, and system of claims 1 , 8, and 15, wherein in response to a 
single actuation from the user, transferring a program and auxiliary data related 
to the program from the removable storage device to the first storage device of 
the STB (see paragraphs 9 and 81 , wherein Hassell anticipates the transfer of 
data from one volume of storage to another [primary to secondary and vice 
versa] simply by pressing a "transfer" key on a remote control). 
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Regarding claims 5, 12, and 19, Hassell discloses the method, machine 
readable medium, and system of claims 4, 11 , and 1 8, and further discloses 
maintaining an index of programs and related auxiliary data transferred from the 
first storage device to the removable storage device (paragraphs 85-86). 

Regarding claims 6, 13, and 20, Hassell discloses the method, machine 
readable medium, and system of claims 5, 12, and 19, wherein in response to a 
user selecting a program transferred on to the removable storage device, the 
STB prompts the user to insert the removable storage device into the STB 
(paragraph 89). 

Regarding claims 7, 14, and 21 , Hassell disclose the method, machine 
readable medium, and system of claims 6, 14, and 20, wherein the removable 
storage device is a DVD-RAM (paragraph 20). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 2, 9, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hassell. 
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Regarding claims 2, 9, and 16, Hassell discloses the method, machine 
readable medium, and system of claims 1 , 8, and 1 5, but fails to disclose the 
single actuation includes a single pressing of a selected portion on a control 
panel of the STB. 

Examiner takes official notice that it is notoriously well known in the art to 
provide set top boxes with control panels that have many of the same buttons 
and functionality of an associated remote control, as remote controls can be 
easily lost and a corresponding control panel allows a user to continue to use a 
set top box even without the remote control. 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the method, machine readable medium, and system disclosed by 
Hassell to include on the STB a control panel with the same buttons for actuation 
as is provided on the associated remote control, and would thus include the 
disclosed "transfer" key as found on the remote control disclosed by Hassell, 
providing the benefit of allowing a user to continue using the features of which 
the STB is capable even if the remote control is lost or misplaced. 

Conclusion 

9. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1 .8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 
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Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. ( ) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Registration Number: 

Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dominic D. Saltarelli whose telephone number is (571) 
272-7302. The examiner can normally be reached on Monday - Friday 7:00am - 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571) 272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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^ JOHN MILLER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



